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Status 

1)S Responsive to communication(s) filed on 17 January 2007 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D. 11, 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) 4.5.14 and 15 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-3.6-13 and 16-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 16 January 2007 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Applicants' arguments, filed 16 January 2007, have been fully considered. Rejections 
and/or objections not reiterated from previous office actions are hereby withdrawn. The 
following rejections and/or objections are either reiterated or newly applied. They constitute the 
complete set presently being applied to the instant application. 

Claims 1-22 are currently pending. Claims 4, 5, 14, and 15 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected species, there being 
no allowable generic or linking claim. Election was made without traverse in the reply filed on 
14 October 2005. 

Claims 1-3, 6-13, and 16-22 are examined herein. 

Information Disclosure Statement 

The information disclosure statement filed 1/16/07 fails to comply with the provisions of 
37 CFR 1 .97, 1 .98 and MPEP § 609 because certain references lack a publication date. It has 
been placed in the application file, but the information referred to therein has not been 
considered in full as to the merits. Applicant is advised that the date of any re-submission of any 
item of information contained in this information disclosure statement or the submission of any 
missing element(s) will be the date of submission for purposes of determining compliance with 
the requirements based on the time of filing the statement, including all certification 
requirements for statements under 37 CFR 1.97(e). See MPEP § 609.05(a). 
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Claim Rejections - 35 USC $ 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 11, 16-20, and 22 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Note: The Examiner apologizes for incorrectly numbering the previous rejection and not 
including the appropriate claims in the rejection. Applicant's response has overcome the 
rejection with regard to claims 1-3 and 6-10. However, the rejection over claims 1 1 (and claims 
16-20 and 22) is maintained. The rejection is re-iterated below and the office action is 
accordingly made non-final. 

The computer program product of the instant claims encompasses instructions for 
generating a library design for a set of experiments. The claims, as a whole, do not produce a 
result which is concrete, tangible, and useful. The claims merely encompass in silico 
manipulations with no specific output that meets the concrete, tangible, and useful criteria. The 
method of merely defining a library, defining a plurality of sources, receiving inputs and 
generating electronic data does not set forth a specific outcome such that the steps produce a 
result that is immediately concrete, tangible, and useful. The claims must, as a whole, satisfy 
section 101 and must be for practical application, which can be defined as: 
1. The claimed invention "transforms" and article or physical object to a different state or thing. 
[The claimed invention in the instant case does not transform any physical object or article. The 
generating a design step does not meet the criteria a physical transformation of the instant 
method steps.] 
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2. The claimed invention otherwise produces a useful, concrete, and tangible result, based upon 
various factors (see below) [The claimed invention in the instant application does not produce a 
concrete, tangible, and useful result]. 

In the instant claims the "program product" constitutes nonfunctional descriptive 
material, as no requisite functionality is present to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material, i.e. abstract ideas, stored in a computer- 
readable medium, in a computer, does not make the claims statutory. Further, data structures, as 
in a "program" are descriptive material, per se and are not statutory because they are not capable 
of causing a functional change in the computer. See, e.g., Warmerdam , 33 F.3d at 1361, 31 
USPQ2d at 1760 (claim to a data structure per se held nonstatutory). Computer programs are 
viewed as computer listings, per se, i.e., the description or expression of the programs, are not 
physical things. They are neither computer components nor statutory processes, as they are not 
"acts" being performed. Such claimed computer programs do not define any structural and 
functional interrelationships between the computer program and the other claimed elements of a 
computer that permit that computer program's functionality to be realized. 

This rejection could be overcome by amending the claims to recite that a result of the 
method is "displayed" or "outputted" (e.g. output to a user, a display, a memory, or another 
computer, etc.), or by amending the claims to include a step of a physical transformation of 
matter (e.g. assay). For an updated discussion of statutory considerations with regard to non- 
functional descriptive material and computer-related inventions, see the Guidelines for Patent 
Eligible Subject Matter in the MPEP 2106, Section IV. 
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Applicant is invited to view the following web site for the text of the new Interim 
Guideline guidelines of November 2005: 

httpV/www^uspto.gov/web/offices/pac/dapp/opla/preoRnotice/guidelineslOl 20051026.pdf 

Response to Applicant's Arguments 

Applicant argues that the claims have been amended to specify that the library design is 
used to perform a set of experiments. While this is persuasive for claims 1-3 and 6-10, as stated 
above, this is not persuasive for claims 11, 16-20, and 22, as claim 1 1 has not been amended in a 
similar fashion. Therefore, the rejection is maintained. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 6-13, and 16-22 remain rejected under 35 U.S.C. 102(b) as being rejected by 
WO 00/23921 (27 April 2000; Lacy et al.; PTO 1449 Reference), for the reasons set forth in the 
previous Office Action and re-iterated below. 

The instant claims are drawn to a computer-implemented method for generating a library 
design for a set of experiments comprising defining a library array representing an arrangement 
of experiments in the set of experiments. 
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In regard to claim 1 , Lacy teaches a computer-implemented method and program for 
generating a library design for a combinatorial library of materials. The library design includes a 
set of sources representing components to be used in preparing the combinatorial library, 
destinations representing arrangements of cells and mappings, defining one or more distribution 
patterns for assigning components to cells in the destination arrangement or arrangements (see 
abstract). 

In regard to claim 2, the invention provides for outputs, in the form of display (abstract 
and page 5, lines 8-11). 

In regard to claim 3, Lacy teaches visual representation of a portion of compositions 
(page 5, lines 8-11; page 27, lines 21-29). 

In regard to claim 6, Lacy teaches mathematical relationships for determining amounts of 
corresponding source (abstract; page 15, lines 27-31; page 21, lines 21-31 to page 22, lines 1-9). 

In regard to claim 7, Lacy teaches mapping of a first group (page 3, lines 7-20). 

In regard to claim 8, Lacy teaches mapping of a second group (page 4, lines 10-26). 

In regard to claim 9, Lacy teaches a function whereby a source and destination map may 
be redefined or recalculated, encompassing the remove map defining an amount to be removed 
(page 4, lines 17-20). 

In regard to claim 10, Lacy teaches sources that are defined to interact (page 15, lines 27- 
31 to page 16, lines 1-7). 

In regard to claims 1 1-13, and 16-22, Lacy teaches that computer program product 
encompassing all of the limitations recited above in claims 1-3 and 6-10. The program product 
is taught in the abstract and at page 7, beginning line 8). 
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Response to Applicant's Arguments 

Applicant states that it is agreed that "Lacy discloses computer-implemented methods 
and computer program products for generating library designs that include sources representing 
components to be used in preparing a library and map that define distribution patterns for 
assigning those components to library elements". However, Applicant contends that "claim 1 of 
the present application expressly recites that the amounts of sources to be applied to the library 
elements as specified in the generated library design are defined at least in part by the order of 
maps in the mapping sequence". 

This is not persuasive. Firstly, Applicant agrees that Lacy teaches that the map define 
distribution patterns for assigning components to library elements. Secondly, Lacy clearly 
teaches the following at least at page 3, lines 6-20: 

In general in one aspect, the invention features a computer-implemented method for generating 
a library design for a combinatorial library of materials. The method includes defining one or 
more sources and one or more destinations, receiving an input defining a first mapping, using 
the first mapping to calculate a composition of one or materials assigned to one or more of 
cells of the destination, and generating a data file defining the library design. Each source is 
electronic data representing a component to be used in preparing the combinatorial library. 
Each destination is electronic data representing an arrangement of cells. The first mapping is 
electronic data defining a distribution pattern for assigning a component to cells in the 
arrangement The distribution pattern includes a minimum and a maximum amount of the 
component to be assigned to any cell of the arrangement and a gradient to be applied between 
the minimum and maximum amounts of the component across the cells. The data file includes 
electronic data representing the sources, the destinations and the mapping. 

Therefore, Lacy teaches that the order (distribution) of maps defines amounts of sources 
to be applied to the library. 
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No claims are allowed. 



Inquiries 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center. The 
faxing of such papers must conform with the notices published in the Official Gazette, 1096 OG 
30 (November 15, 1988), 1 156 OG 61 (November 16, 1993), and 1 157 OG 94 (December 28, 
1993) (See 37 CFR § 1 .6(d)). The Central Fax Center Number is (571) 273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lori A. Clow, Ph.D., whose telephone number is (571) 272-0715. 
The examiner can normally be reached on Monday-Friday from 10 am to 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 



April 1,2007 
Lori A. Clow, Ph.D. 
ArtUnti 1631 




